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Detailed Action 

Response to Amendment 

The examiner acknowledges receipt of the amendments to the claims received 
07/15/2005 amending claim 1 to recite "...comprising a blend of an amphoteric urethane 
resin...". 

The examiner notes that while this clarifies that the cosmetic composition of 
claim 1 comprises an amphoteric resin and a water-soluble resin, as noted in the office 
action of 3/15/2005 this in itself is not enough to overcome the 103(a) rejection over 
claims 10-20. 

Response to Arguments 

Applicant's arguments filed 07/15/2005 have been fully considered but they are 
not persuasive. 

The examiner respectfully points out that the claim set of 1 1/10/04 has the 
application number 10/124358, while the claim set of 7/15/2005 has the application 
number o 10/049357. The examiner assumes this was only a typo as all other 
documentation was drawn to the 10/049357 application. 

The applicant's state on page 5 of the arguments that Bhatt does not teach 
tertiary amines and states that primary amines are preferred. The examiner respectfully 
points out that Bhatt was not relied upon to teach secondary or tertiary amines but 
amines in general as being present in the compositions. 
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The applicant's argue that neither Bhatt nor Kim et al. teach the amphoteric 
urethane resin and a water soluble resin. The examiner respectfully disagrees. Bhatt 
discloses that the hair spray compositions can contain a variety of conventional optional 
ingredients including emulsifiers, such as anionic or nonionic surfactants, preservatives, 
cationic conditioners, such as cetyl trimethyl ammonium chloride, coloring agents, etc.. 
Additionally the aqueous formulations can contain plasticizers such as glycols, phthalate 
esters, glycerine, silicones, protein hydrosylates, emollients, lubricants, penetrants, 
lanolin compounds, ethylene adducts and polyoxyethylene cholesterol. Thus Bhatt 
discloses water-soluble polymers (anionic and nonionic surfactants, silicones, protein 
hydrosylates, ethylene adducts, and polyoxyethylene cholesterol) other than the 
amphoteric urethane resin. Additionally Bhatt teaches a polyurethane resin that 
contains a carboxylic acid group and an amine in one polymer. Kim teaches that 
secondary and tertiary amines are interchangable and Kim teaches a water-soluble 
resin that could be combined with Bhatt's polyurethane resin. One of ordinary skill in 
the art at the time the invention was made would have realized that one could combine 
Bhatt's polyurethane resin with a carboxyl group and an amine with the water soluble 
resin of Kim, and further that the secondary and tertiary amines of Kim could be used to 
make the polyurethane resin of Bhatt. The motivation is the same as set forth in the 
previous office actions. 

The applicants argue on page 8 that while de la Poterie disclose polyurethane 
resins, including a silicone-containing block, they do not suggest that it have both a 
carboxyl group and an amino group. The examiner respectfully disagrees. In col. 3 
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lines 10-40, de la Poterie teaches polycondensates that may be amphoteric 
polyurethanes comprising at least one silicone block, and that can be modified by 
reaction with a diisocyante and a difunctional organic compound (such as dihydro-, 
diamine- or hydroxylamino-) additionally comprising either a carboxylic acid, 
carboxylate, sulphonic group, or a neutralizable tertiary amine or quatertnary 
ammonium group. The applicant argues that Bolich does not teach or suggest 
urethane resins containing carboxyl groups and tertiary amine groups the examiner 
respectfully disagrees and points out the particularly preferred polymers found in col. 17 
lines 1-65, that disclose carboxylic acid groups, tertiary amines and siloxane polymers 
comprising singly polymer compounds (l-VIII). For reasons set forth above the rejection 
under 35 USC 103 is maintained. 

The 103 rejections from the office action mailed on 06/16/2004 over claims 10, 
14, 15, 17, 18, 20 as being unpatentable over Bhatt et al. (2002/007181 1) in view of Kim 
et al. (6,335,003) and the 103 rejection of claims 11-13, 16, and 19 as being 
unpatentable over Bhatt et al. and Kim et al. as applied to claims 10, 14, 15, 17, 18, 20 
above, and further in view of de la Poterie et al. (5,972,354) in further view of Bolich et 
al. (5,100,658) are restated below. 

Double Patenting 

The examiner notes the filing of the terminal disclaimer of 7/1 5/2005. In view of 
this filing the obviousness type non-statutory double patenting rejection is overcome. 
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Claim Rejections * 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
, the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10, 14, 15, 17, 18, 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bhatt et al. (2002/0071811) in view of Kim et al. (6,335,003). 

The instant invention is directed toward a composition comprising an amphoteric 
urethane resin having at least one carboxyl group and at least one tertiary amino group 
in one molecule, and a water-soluble resin. 

Bhatt et al. teach hair spray compositions containing a carboxylated 
polyurethane. The polyurethane contains polyoxyalkylene units, such as 
polyoxyethylene soft segments which impart hydrophilicity to the polyurethane. Amines, 
such as ethylenedamine, propylenedamine, monoethanolamine, and diglycolamine, can 
be added to the polyurethane resin reaction mixture. 

The carboxylated polyurethane resins are soluble in ethanol/water mixtures. The 
reference lacks tertiary amines. See abstract; (0024J-(0025); (00361 ; (0050). 
Kim et al. teach cosmetically acceptable polyurethane resins. The polyurethanes are 
formed from at least one diisocyanate or reaction product thereof with one or more 
compounds containing two or more active hydrogen atoms per molecule, and at least 
one diol, primary or secondary amino alcohol, primary or secondary diamine or primary 
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or secondary triamine each with one or more tertiary, quaternary or protonated tertiary 
amine nitrogen atoms. Propylene diamine is taught as a suitable diamine. The 
polyurethanes resins are taught as beneficial because of their flexibility and decrease of 
stickiness and brittleness when applied to the hair. 

Hairsprays and hair setting lotions are taught as preferred forms of the 
compositions. See abstract', Col. 1, line 41 -Col. 2, line 1 1,* Col. 2, line 58-line 65*, Col. 
7, line 57-Co1 . 8, line 7. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to substitute the tertiary amines taught by Kim et al. for the amines 
taught by Bhatt et al. because of the expectation of achieving a hair spray formulations 
that in addition to imparting excellent set retention to the hair, as taught by Bhatt, 
additionally decrease the stickiness and brittleness of the product when applied to the 
hair and maintain elasticity. Furthermore, it would hake been obvious to one of ordinary 
skill in the art at the time the invention was made to substitute the tertiary amines taught 
by Kim et al. for the amines taught by Bhatt et al. because Bhatt et al. teach diamines 
as part of their resins and Kim et al. teach diamines as interchangeable with tertiary for 
application to the hair. 

It is respectfully pointed out amines in polyurethane resins that a) the carboxyl 
group and tertiary amine of the 

combined polyurethane resin result in an amphoteric resin, and that b) the combined 
resin is a water-soluble resin. 
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Claims 1 1-13, 16, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bhatt et al. and Kim et al. as applied to claims 10, 14, 15, 17, 18, 20 
above, and further in view of de la Poterie et al. (5,972,354) in further view of Bolich et 
al. (5,100,658). 

Bhatt et al. and Kim et al. are applied as discussed above. The references lack a 
polysiloxane bond and anionic, nonionic, and cationic resins. 

de la Poterie et al. teach cosmetic compositions comprising film-forming 
polymers. Polycondensates, such as anionic, cationic, nonionic, or amphoteric 
polyurethanes and mixtures thereof are taught as film forming polymers. The 
polyurethane is taught as comprising at least one silicone-containing block. 
The instant films are taught as supple, flexible, elastic, and as not substantially lifting off 
once applied. See Col. 2, line 17-line 62; Col. 3 ,line 3-Co1. 4, line 42. 

Bolich et al. teach silicones, in the form of resins, as hair conditioners. See Col. 
13, lines 56-65, Col. 9, lines 51-53. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to add the silicone containing blocks of a polyurethane resin, taught 
by de la Poterie et al. to the polyurethane resin of the combined references because of 
the expectation of achieving a polyurethane resin that imparts conditioning properties to 
the hair, as taught by Bolich et al. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to add anionic, cationic, or nonionic polyurethane resins, as taught 
by de la Poterie et al., to the composition of the combined references because the 
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combined references teach amphoteric polyurethanes and de la Poterie et al. teach 
anionic, cationic, nonionic, and amphoteric polyurethane resins as combinable and 
because of the expectation of achieving compositions with films that are supple, flexible, 
elastic, and do not substantially lift off once applied. 

Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a), 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leonard M. Williams whose telephone number is 571- 
272-0685. The examiner can normally be reached on MF 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



LMW 




